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p gTTTTQN RBr,^T?nTNG N OTICE OF RESCISSION OF 
WONPUBLI TfiT'TnN REQUEST 
r-AunTTTOKIAL PP.TTTTOW F OR REVIVAL 
TTKmKR 37 CFR 1.137 (fl 


COMMISSIONER FOR PATENTS 
P O. Box 1450 

Alexandria, Virginia 22313-1450 
Attention: Office of Petitions 
Sir: 


Applicant filed this application with a nonpublication 
request under 37 CFR 1.213(a) . Applicant filed a corresponding 
international application on January 8, 2003. Applicant filed a 
Notice of Rescission of Nonpublication Request on January 27, 
2003. on or after April 11, 2003 applicant became aware (a) that 
the Office considers that the requirement for a notification of 
foreign filing under 35 USC 122(b) (2) (B) (iii) is independent of a 
rescission of a nonpublication request under 35 USC 
122(b) (2) (B) (ii), and (b) that the Office considers that a 
rescission of a nonpublication request is not a notice of forea.gn 
filing under 35 USC 122(b) (2) (B) (iii) . 
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PPTKirlPAL PETITION 

Applicant requests that the office should acknowledge that 
applicant's Notice of Rescission of Nonpublic at ion Request, which 
was filed before April 11, 2003 (when the Office drew 
practitioners' attention to its view that the requirement for a 
notificaticn of foreign filing is independent of a rescission ot 
a nonpublication request) and not later than 45 days after the 
date of filing of the International application, is an adequate 
notification under 35 USC 122 (b) (2) (B) (iii) - 

in support of this request, applicant draws attention to the 
following facts: (1) prior to April 11, 2003 the Office viewed 
the official form then in effect for rescinding a nonpublication 
request (Form PTO-SB/38 (lO-OD , copy enclosed) to be an adequate 
notification of foreign filing under 35 USC 122(b) (2) (b) (iii) . 
(2) Form PTO-SB/38 in effect on January 29, 2003 and until at 
least April 18, 2003 makes no reference in the body of the form 
to 35 use 122(b) (2) (B) (iii) or 37 CFR 1.213(c), (3) 37 CPR 
1 33(b) requires that in order for a paper filed in an 
application to be recognized as the act of the applicant it must 
be signed, and (4) the signature line on Form PTO-SB/36 m effect 
on January 29, 2003 is above the note that refers to 35 USC 
122(b) (2) (B) (iii) and 37 CFR 1.213(c) and therefore the note, as 
such, is not signed by the applicant or the applicant's ^ 
representative and is not the applicant's or the representative s 
act If a statement "I hereby rescind the previous request that 
the above-identified application not be published under 35 U.S.C. 
122 (b) , " when made on a paper captioned REQUEST TO RESCIND 
PREVIOUS NONPUBLICATION REQUEST 3S U.S.C. 122(b) (2) (B) (n) , iS 
considered to' be notice of a subsequent foreign or international 
filing under 35 USC 122(b) (2) (B) (iii) , applicant's notice of 
rescission should similarly be considered a notification under 35 

USC 122 (b) (2) (B) (iii) . 

Applicant requests that his representative's confusion over 
the requirements of 35 USC 122(b) (2) (B) and 37 CFR 1.213(b) and 
(c) should be excused, at least to the extent of accepting the 
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x.otice of rescission filed January 27, 2003 as a notification 
under 35 USC 122(b) (2) (B) (ill) • WUcant submits that pr.or to 
April 11, 2003 it was reasonable to have viewed the notice of. 
rescission as cancelling or abrogating the previous 
nonpublication requests such that it would be considered that 
no nonpublication request had been made and therefore no need for 
notification under 35 USC 122(b) (2) (B) (iii) arose. Under this 
interpretation, if an applicant made a nonpublication request and 
subseqently filed an corresponding international application, 
under 35 USC 122(b) (2) (B) (iii) the applicant was required to 
notify the Director of the filing of the International 
application within 45 days unless he had already rescinded, and 
thereby nullified, the nonpublication request. This 
interpretation is reasonable because the purpose of the 
notification under 35 USC 122(b) (2) (B) (iii) is to allow timely 
publication of the U.S. application in the event that the 
applicant files a corresponding application in a foreign country 
or under a multilateral international agreement that requires 
eighteen-month publication, and the applicant thereby 
constructively waives the right to prevent publication of the 
U.S. application before issue of the patent. Applicant believes 
that if the applicant files a notice of rescission of 
nonpublication request under 35 USC 122(b) (2) (B) (ii) no later 
than 45 days after filing an International application, a 
notification under 35 USC122 (b) (2) (B) (iii) serves no purpose 
that is not served by the notice of rescission. 

Applicant believes that his representative was not alone in 
being confused regarding the appropriate interpretation of 35 USC 
122(b) (2) (B) (ii) and 35 USC 122(b) (2) (B) (iii) . Confusion on the 
part of Office personnel can be inferred from the changes that 
were made to Form PTO/SB/36 after April 11. 2003: evidently. 


1. The standard dictionary definition of rescission is Jan 
act of rescinding, annulling, or vacating or of cancelling or 
abrogating . " 
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notwithstanding the third paragraph of the notice of ^P^^^J-^' 
2003 the Office was uncertain whether the unsigned note on Form 
PTO/SB/36 (10-01) was an adequate notification under 35 USC 

122(b) (2) (B) (iii) ■ . . ^ 

Please charge any fee required for filing this petxt.on to 

Deposit Account 19-2560. 

c!ondition; ^t. PBTTTION 1 
in the. event that applicant's Principal Petition is not 
granted, applicant requests that the Office should acknowledge 
that applicant has, in fact, filed a timely and explicit 
notification under 35 USC 122(b) (2) (B) (iii) - Applicant's 
international application, which was filed at the Patent and 
Trademark Office in its capacity as receiving office, includes a 
cover sheet (copy attached) that refers to this U.S. application 
by application number and filing date. In addition, sheet 4 of 
the Request (copy attached) refers to this application by 
application number and filing date. Applicant's act of filing 
the international application therefore notified the Director of 
the filing of the International application not later than 45 
days after filing of the international application - 

Please charge any fee required for filing this petition to 
Deposit Account 19-2560. 

rnMnTTTONAL PF.TTTION 2 

in the event the Office is unable or unwilling to grant 
applicant's Principal Petition or Conditional Petition 1 and 
takes the position that this application became abandoned, 
applicant petitions for revival of this application under 37 CFR 

1 137(b) and 37 CFR 1.137(f). 

The undersigned, who filed the Notice of Rescission and was 
aware of the filing of the International application, states that 
the entire delay in filing this notification from the due date 
until the filing of a grantable petition under 37 CPR 1.137(b) 
was unintentional. 
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Please charge the fee of $1,300,00 under 37 CFR 1.17(m) 
(large entity) to Deposit Account 19-2560. 


SMITH -HILL Sc BEDELL, P.C. 
12670 m Barnes Road, Suite 104 
Portland, Oregon 97229 

Tel. (503) 574-3100 
Fax (503) 574-3197 
Docket: SILI 2282 (01-051/01) 


Certificate of Facsimile TransmisBion 


I hereby certify that this paper is being facsimile 
transmitted to the Patent and. Trademark Office on the date shown 



JoAn Smith- Hi 11 
Reg. No. 27,730 


below. 


John" Smith-Hill 
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Smifk-Hill ana Bedell, P.C. 

PATP;nt and r]lAD£MAKK LAWYERS 


12670 NW Barnes Rd^ Suite ICW 
Poiiianil, Oregon m29 
•Jdepliunc: (5a3} 574-3J00 
bocsimilc: (503) 574-3(97 


John Soilth-Hil) 
Daniel J. Bedell 
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